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IN THE COURT OF SESSION IN SCOTLAND.

Before LORD KYLLACHY.

105

October 19th, November 2nd, 18th and 19th, and December Lst, 1904.

ARNOT v. DUNLOP PNEUMATIC TYRE COMPANY, LD.

5 Patent. - Utility. - Subject - 'matter. - [r~fri'ngement.-Anticipation. - Patent
upheld.-Certijicate granted as to validity hauinq come 'in question.

Letters Patent were granted toA. for an improvement 'in driving aprons, con
sistinq in forminq at the lower part of the apron horizontally projecting pockets
or footholds into uihich. the uiearer's feet were inserted so as to beprotected from

10 the weather, and tohich. at the same time assisted in keeping the apron in
position. In an action for infringement brought by ..A.,

Held that there was sufficient subject-matter fOI' a Patent; that the
invention was useful ana shou.ed some ingenuity; also that it had not been
anticipated and that the Defenders had infringed. A Certificate that the

15 validity of the Patent had come in question ioas granted.

This was an action by Roliert Arnot, residing at 505 Lawnmarket Edinburgh,
against the Dunlop Pneumatic Tyre Oompany, Limited, carrying on business at
61 Bath Street Glasgow, and whose registered office is at 14 Regent Street
London. The Pursuer was assignee of Letters Patent No. 16,509 of 1902,

20 granted to David Lenson for improvements in driving aprons. ._
The Complete Specification was as follows :-" This invention has reference

" to and comprises improvements in driving aprons, particularly waterproof
" aprons, by which the drivers feet will be perfectly protected from rain and
"the apron will at the same time be held down more perfectly in position

25 "against the tendency of the wind to lift it. . . .
_':,The .improvements consist. in forD!ing at the lower part of the. driving apron

"horizontally projecting pockets or footholds into whichtheilsers feet are
"inserted so as to be protected from the weather and at same time assist in
" keeping the apron in position.

30 "The pockets may be formed in various ways such as by cutting a narrow
" angled piece from the bottom of the apron upwards leaving a portion at the
H bottom at one side shaped to form one Hide of. the pocket. The other side of
"the pocket is formed by insertinga gusset-shaped piece and the out formed
~, above the pocket is closed. A sole piece preferably of stronger material such
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" as strong waterproof cloth or leather is inserted to complete the pocket,
" which is open at the back for the insertion of the drivers feet and projects
" to the front."

The Specification then referred to an explanatory Drawing ill which the pro
jecting footholds were shown, and continued :-" Having now particularly 5
"described and ascertained the nature of my said invention and in what
to' manner the same is to be performed I declare that what I claim is :-:E'irst.
" Drivine aprons formed with footholds or pockets for the insertion of the
"users feet substantially as herein described and illustrated by the accom-
" panying Drawings. Second. Driving aprons formed with footho~ldsor pockets 10
" for the insertion of the users feet and fitted with sole pieces of leather or
to' equivalent material substantially as herein described and illustrated by the
" accompanying Drawings."

The Pursuer manufactured aprons substantially in accordance with the above
Specification, modified by certain slight improvements he had made on it. 15
These aprons were a commercial success being especially useful to motor car
drivers. The Defenders manufactured similar aprons, which the Pursuer
averred, embodied the substance of the invention, being formed with projecting
footholds or pockets into which the wearer might insert his feet. The
Defenders denied that their aprons were an infringement of the Pursuer's Patent, 20
but it appeared at the proof that if the Pursuer's Patent was good and if it
covered the combination of projecting footholds with aprons and not merely
the particular method of forming these footholds described in the Specification,
no difference could ,be pointed out between the Defenders' aprons and the
Pursuer's sufficient to serve as a defence to the action of interdict. The 25
Defenders however, denied the validity of the Patent .and averred that"" the
"alleged invention was not the proper subject of Letters Patent. Explained
" that at the date of the Letters Patent, the alleged invention was part of the
"stock of the public general knowledge, and the said alleged invention was not
"new as to the public use and exercise thereof in the United Kingdom of 30
" Great Britain and Ireland, and Isle of Man, or the proper subject of a grant
" of Letters Patent, having regard to the common and public knowledge at the
"date thereof. In particular the alleged invention was anticipated by Parnall's
", Specification No. 3173 of 1860, Emery and White's Specification No. 9700 of
" 1884, and Du·nhill's Specification No. 8176 of 1902." 35

Parnall's Specification' was for an invention of "improvements in means for
promoting warmth and comfort in railway and other travelling," the Specifi
cation stated, "We form of thick woollen or other suitable fabric or material a
" covering for the lower part of the body and knees, which is continued down
,,, to the feet, where it is adapted to receive and enclose them, opening thence 40
" above the heels on the under side upwards, yet so that the parts may meet and
" overlap and be held together by elastic or other loops and buttons, or other
" fastenings, andalso adapted to pass under the seat and there form a cushion,
" so as readily and entirely to enclose the lower 'part of the body, knees, and
"feet. The part enclosing the feet as well as other of the parts where it may 45
" be desirable we pad or otherwise line, so as more efficiently to retain the heat."
This Specification contained several Drawings; in some of which the part of
the rug containing the feet 'projected, while in one the toes' of the two.feet were in
two separate recesses, ~ The Specification concluded-i-' Having thus describedthe
" nature of the said improvements, we would have "it.understood that we do not 50
" confine ourselves to the precise details shown and described, as these may be
" varied without departing from the peculiar character of the improvements;
" but what we claim is the adaptation or combination of means for promoting
" warmth and' comfort in railway and other travelling substantially as described."

In Emerya~d White:« Speciflcation the claim was for" the combination 'of 55
"pockebfor pouches, bags, and muffs, 'or anyofthemwifh travelling orcarriage
" ruga, wraps, and apron coverlets or counterpaneaor the addition or application

 by guest on M
arch 23, 2016

http://rpc.oxfordjournals.org/
D

ow
nloaded from

 

http://rpc.oxfordjournals.org/


Vol. XXII., No.4.] AND TRADE MARK CASES.

Arnot v. Dunlop Pneumatic Tyre Oornpany, Ld.

107

" of pockets or pouches, bags, or muffs to travelling or carriage rugs, wraps, and
"apron coverlets or counterpanes." The Specification was sufficiently wide
to cover any such combination, but it contained no mention of the feet.

Dunhill's Specification was as follows :-" My invention relates .to those
5 "aprons or coverings used for the lower. portion of the body when driving, and

" embraces improvements therein, having for their object the better protection
" of the feet, or feet and hands. I make reference to the accompanying sheet of
.. , drawings, and to the letters and figures marked thereon. Such improvements
"embrace the provision in the lower portion of an otherwise ordinarily

10 "constructed apron of one or two separate pockets or receptacles A in which
" the feet may be inserted as shown in Fig. 1 when the apron is in use. These
" pockets A may be formed by turning up a portion of the lower end of -the
" apron, or may be secured to the inner surface thereof, or otherwise constructed
" as found convenient, and may be of leather, india rubber, or other suitable

15 "material either waterproof or otherwise." The claim was" the construction of
" an improved driving apron, substantially as and for the purposes specified."
In the Drawings the feet did not project.

In these circumstances the present action was raised to try the question of
the validity of the Pursuer's Patent, and to interdict the Defenders from in-

20 fringing it. The Summons concluded for declarator "that the Pursuer is in
" full right and title of the Letters Patent No. 16,509 of 25th .Iuly 1902, relating
"to improvements in driving aprons" and for declarator that the Defenders
had, infringed the Patent, and for interdict ag-ainst future infringement; also
that the Defenders should be ordained to deliver up to the Pursuer all aprons

25 made in infringement of his Patent, and in their possession, or in course of
manufacture, to be destroyed or otherwise disposed of as the Court should
direct, and for £500 damages, with expenses.

The Summons was signeted on the 5th of July 1904. On the 19th of October
the record was closed and the case sent to procedure roll, but after the

30 Defenders had condescended on particulars of the anticipations alleged by them,
that Order was discharged, and on the 2nd of November a proof was ordered,
which was taken on the 18th and 19th of .November 1904.

Sandeman and Ballingal (instructed by William Geddes, solicitor) for
the Pursuer-The essence of the invention is the combination of the

35 apron and projecting slipper. There is no anticipation; Emery and White's
claim is for all combinations of rugs and pouches, etc. ; it is too vague to be an
anticipation; it discloses nothing. In Mr. Dumhili:« Specification there are no
projecting pockets only bags to receive the feet. Parnall describes a sack,
not an apron; both feet there rest in one large base. The Pursuer's Patent

40 meets a want not supplied by them, viz., to allow comparative freedom of
motion while the legs are wrapped in the rug. As it meets a want, it must be
taken to be an useful invention. In these simple cases very little invention is
necessary to sustain a Patent, many cases may be quoted where small inventions
were upheld, e.g., Leeds Forge Company, Ld. v. Deighton's Patent Flue and

45 Tube Compasiu, Ld., (21 R.P.C. 487), Evans v. Taunton (21 R.P.C. 675);
Pneumatic Tyre Company, u: v. Cassioell (13 R.P.C. 375); Hard1nuth v.
Baker .& Son (21.R.P.C., 504); White v, Bertrams, Ld., (14 R.P.C. 50L, 746)
and Vickers, Sons .~ -Co., Ld. v. Siddell (7 R.~.C. 292). . .' . . _:.,

. For' the Defenders' Clyde, -K.C., and Orr Deas (instructed by Deas &Cf)..,
50 W.'S.).-Tf the Pursuer's claim was to be read narrowly as covering only the

method described by him of forming the apron, then the Defenders had
admittedly not infringed; if the claim was to be read broadly as being for the
combination of the apron and the footholds, then the Defenders could not deny
they had. infringed the Patent :if it was good. But ,such a Patent had been

55 anticipated ..particularly-by Parnall. - The _difference betweerran apron and a
sack,' open behind is.:not. essential; the one merges into the' other. The word
"covering" employed by Parnall includes apron. There is no new and
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patentable idea here; the Pursuer's idea of making pockets for the feet is a
mere commonplace. He does not in his Patent mention freedom of motion as
an object to be attained.

On the Ist of December 1904, his Lordship pronounced the following
judgment., 5

Lord KYLLACHY.-In this case I have had a good deal of difficulty. It is in
some respects a narrow case, and touches, if it does not involve, some questions
of principle. But in the result I have come to the conclusion that the Pursuer's
invention was both new and useful. Taking that view, I have not had much
difficulty in holding that the Defenders' manufacture constitutes an infringe- 10
ment of the Pursuer's rights. The cardinal consideration is that the Pursuer's
Patent relates to the improvement in a well-known class of articles, viz., driving
aprons, the characteristics of which are-(l) that they are for use in the open
air; and (2) that they are not bags or sacks, but rugs or coverings, which, while
capable of being wrapped round the person more or less as may be desired, yet 15
leave always considerable freedom of motion to the legs and feet, and admit of
being thrown on or off easily without the adjusting necessary in stepping into
or out of a bag or sack.

It is to such aprons that the Pursuer's Patent relates. It consists simply in
attaching to the lower edge of the aprons-assumed to be placed over the driver's 20
knees-a pair of projecting pockets or footholds with soles preferably of strong
material such as leather, and these projecting pockets or footholds-of which a
mode or rather two modes of construction are fully described-are put forward
as having certain advantages, particularly these-that while the apron remains
an apron, leaving the limbs and feet free as I have described, the driver's feet 25
are at the same time protected against rain, and the apron is prevented from
being blown up by the wind. It is true that the matter of freedom of motion is
not specially claimed by the Patentee, and I was at first, I own, impressed by
the Defenders' arzument on that circumstance. But for the reasons which I
have explained I have come to be satisfied that, although not specially claimed, 30
freedom of action is an important feature of the Pursuer's improved
apron-a feature necessarily important, and probably for that reason not
expressed but assumed. This being so, I do not think that much need be said
about utility or subject-matter. The Pursuer's invention may have been of
minor utility, at least prior to the introduction of motor cars. And it may not 35
have involved a very high degree of ingenuity or inventive merit. But it had
at least some utility and some marked merit,-quite as much, I think, as can be
attributed to many Patents which have been sustained by the Courts.rand there
can be no doubt that it has supplied a want and been a commercial success.
Altogether I have not, I confess, much difficulty in holding that the invention 4U
was useful, and had sufficient merit, if new, to make it patentable.

As to anticipation, however, there is no doubt something to say-s-not that
there is any difficulty about Emery & White's patent; or for that matter about
Dunhill's. For the former has nothing to do with footholds, or foot pockets,
and the latter, alth ough it deals inter alia with rugs and foot pockets, does 'not 45
describe or suggest projecting foot pockets, or indeed anything here more in
point than a rug with two interior bags into which the wearer's legs areinserted,
But the third Patent founded on, viz. Parnall's, is perhaps different. It
describes' what he calls "a covering for ridlway and other travel-1ers,"~a
covering which contains at its lower end an enclosure for the feet, and this 50
enclosure is shown on some of the Drawings as projecting outwards at least
appreciably, while on one of the Drawings it is shown as so constructed that the
toes may be kept separate. Apart therefore from the described enclosure
forming a "bag," it might be thought to approximate pretty clos~y to the
Pursuer's projecting footholds. But then it is as described, really a bag,--a bag 55
enclosing the teet all round, and effectually forbidding all freedom of motion.
No doubt above the heels the covering, it was said,opened on 'the 'underside
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upwards as shown on the Drawings. But it did so for the purpose that the parts
might meet and overlap, and be held together by loops or buttons or other
fastenings so as readily to enclose the whole lower part of the body. In other
words Parnell's covering was in substance not an apron but, as I have said, a

:> bag-the opening upwards (which, according to the Drawings, began about the
calf of the leg) being merely, I take it, designed to facilitate ingress and egress,
and making otherwise no substantial difference. In point of fact it seems
obvions, and is indeed expressed, that Parnall's object was simply to promote
warmth and covering in railway and other travelling. His invention (if it was

10 an invention) had no special relation to driving aprons, or to the protection of
the driver's feet from the rain; nor did it require any contrivance for keeping
the covering in position, or contemplate as at all important the freedom of
motion to the driver's feet. I am therefore unable to hold that Parnall's Patent
anticipates the Pursuer's or even that it disclosed so much as to leave no room

15 for the Pursuer's Patent.
It remains to consider as to infringement, and here' the only question is

whether the substance of the Pursuer's invention being what I have described,
viz., the application to driving aprons of projecting footholds so as to combine
with freedom of action the additional advantages specified, the Pursuer has never-

20 theless contined his claim to a particular mode or modes of constructing his foot
holds. It was not I think suggested that unless his claim was so confined there
was any doubt as to the infringement. Now I am unable to construe the Pursuer's
Specification as being confined to a particular mode or modes of construction.
The Pursuer does disclose, as he was bound to do, a mode or modes, but he does

25 not confine himself to these modes. On the contrary, his first claim must, I
think, be read as in effect a claim to the substance of his invention as I have
before described it, his second claim being confined to a particular construction
of the sole of the foothold, viz., the use in forming it of a separate strong
material (leather or the like) which is mentioned in the Specification as

30 "preferable."
On the whole, therefore, I think the Pursuer must have decree of declarator

and interdict in terms of his Summons.

Counsel for the Pursuer intimated that they did not intend to ask for decree
for damages. They asked for a Certificate that the validity of the Patent came

35 into question, which his Lordship granted.
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